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SX! Responsive to connmunication(s) filed on Jul 18, 1997 . 

□ This action is FINAL. 

□ Since this application is in condition for allowance except for formal matters, prosecution as to the merits is closed 
in accordance with the practice m6er Ex parte Quay/e, 1935 CD. 11; 453 O.G. 213. 



A shortened statutory period for response to this action is set to expire 



7 



month(s), or thirty days, whichever 



is longer, from the mailing date of this communication. Failure to respond within the period for response will cause the 
application to become abandoned. (35 U.S.C. § 133). Extensions of time may be obtained under the provisions of 
37 CFR 1.136(a). 



Disposition of Claims 

Ctaim(s) 15-34 



is/are pending in the application. 



Of the above, claim(s) 

□ Claim(s) 

□ Claim(s) 

□ Claim(s) 



is/are withdrawn from consideration. 

is/are allowed. 

is/are rejected. 

is/are objected to. 



Kl Claims 15-34 



are subject to restriction or election requirement. 



Application Papers 

□ See the attached Notice of Draftsperson's Patent Drawing Review, PTO-948. 

□ The drawing(s) filed on is/are objected to by the Examiner. 

□ The proposed drawing correction, filed on is IZbpproved (Uisapproved. 

□ The specification is objected to by the Examiner. 

□ The oath or declaration is objected to by the Examiner. 

Priority under 35 U.S.C. § 119 

□ Acknowledgement is made of a claim for foreign priority under 35 U.S.C. § 1 19(a)-(d). 

□ All □ Some* DNone of the CERTIFIED copies of the priority documents have been 

□ received. 

□ received in Application No. (Series Code/Serial Number) . 

□ received in this national stage application from the International Bureau (PCT Rule 17.2(a)). 
*Certified copies not received: 



□ Acknowledgement is made of a claim for domestic priority under 35 U.S.C. § 1 19(e). 

Attachment(s) 

□ Notice of References Cited, PTO-892 

□ Information Disclosure Statement(s), PTO-1449, Paper No(s). 

□ Interview Summary, PTO-413 

□ Notice of Draftsperson's Patent Drawing Review, PTO-948 

□ Notice of Informal Patent Application, PTO-152 
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Claims 15-34, drawn in Markush format, encompass multiple independent 
and patentably distinct inventions. Accordingly, a requirement to provisionally 
elect a single independent and patentably distinct species is made as provided for 
in MPEP § 803.02. It is noted that the claims encompass such final products as 
those set forth in Examples 1-6. 

It is considered that a Markush-type claim encompassing such species is 
directed to multiple independent and patentably distinct inventions since the 
species are so unrelated and diverse that a reference anticipating one of the species 
would not anticipate or render obvious the other species. Further, the species are 
considered to be independent since they are unrelated in operation, one does not 
require the other for ultimate use, and the specification does not disclose a 
dependent relationship between them. Moreover, each of the stated species is 
considered to be patentably distinct from the others on the basis of its properties. 
Thus, the stated species are capable of supporting separate patents under 35 USC § 
121. 

Applicant is advised that a response to this requirement must include an 
identification of the species that is elected consonant with this requirement, and a 
listing of all claims readable thereon, including any claims subsequently added. An 
argument that a claim is allowable or that all claims are generic is considered non- 
responsive unless accompanied by an election. By species is meant a single 
compound. The compound may be named in any of four ways (or any combination 
thereof): 1) according to the lUPAC standard, 2) by a pictorial representation of the 
compound, 3) by setting forth the specific chemical group that each variable of the 
Markush group represents, or 4) by naming a claim or an example which itself sets 
forth a sing le compound. 

Since the instant claims are drawn to a composition of matter which contains 
more than one group of compounds, a single compotmd (as described above) should 
be elected for each group of compounds. It is not necessary to elect a single 
compound for groups of compounds which are inert and have no bearing on the 
jiatentabHity of the composition (e.g. it would not usually be necessary to elect 
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which solsrent or buffer system the composition wiU be associated with). In the 
iostant case, both the gas and any shell materials should be specified. 

Should applicant traverse on the ground that the species are not patentably 
distinct, applicant should submit evidence or identify such evidence now of record 
showing the si)ecies to be obvious variants or clearly admit on the record that this 
is the case. In either instance, if the examiner finds one of the inventions 
unpatentable over the prior art, the evidence or admission may be used ia a rc^jection 
under 35 U.S.C. 103 of the other invention. 

In the event that the Markush-type claims are not found to be allowable, the 
examination of tee claims presented will be limited to the Markush-type claims to 
the extent that they read on the elected species and claims directed solely to the 
elected species. The claims directed solely to the non-elected species will be held 
withdrawn from consideration. A requirement to elect a species has been held to 
be tantamount to a requirement for restriction under 35 USC § 121 ^ . 



The processing of this application can be expedited by providing the following information or 
changes in your next amendment: 

• Proper cross-reference to related applications for which priority is claimed under 35 U.S.C. § 
120 in the first paragraph of the specification - including current status (M.P.E.P. 20 1 . 11 ) 

• E^fy filing of an Information Disclosure Statement that includes a PTO-1449 form wherein 
the document number, publication date, inventor, country of publication, and US patent 
claissification is listed for each patent document and wherein the author, title, journal, 
volume, issue (if known), pages, and year of publication is listed for all journal references 
(M.P.E.P. 609). A timely prior art disclosure by the Applicant aids in a speedy prosecution 
and helps to insure that the patent granted is both valid and enforceable. 

• A descriptive title (M.P.E.P. 606 and 606.01). Please note that 1-2 word titles are generally 
unacceptable. 

• Ensuring that each of the drawings presented (if any) are described in the brief description of 
the drawings. Please note that if a drawing has more than one figure in it (e.g. Figures lA 
and IB), each of the figures must be individually described. 

• An abstract which is descriptive of the disclosed invention and contains the chemical 
structure of the active ingredient(s). 

• Correction of any ambiguities in the specification which may lead to a printer inquiry, such 
as blank spaces which appear to be omissions. 

• Correction of any typographical errors in the application. 



llnreiferrick, 115 USPQ412, Corom'r Pat 1957; Inre Joyce. 115 USPQ412, Comm'r Pat. 1957. 
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Art Unit 1616 

Examiner HoUinden has moved to Art Unit 1616. Please include the new Art 
Unit number on all future correspondence as it will greatly expedite handling of 
papers. 

Papers related to this application may be submitted to Group 1200 by 
facsimile transmission. Papers should be faxed to the Group 1200 fax machitte at 
703/308-4556. The faxing of such papers must conform with the notice published 
in the QfBcial Gazette, 1096 OG 30; November 15 1989. 

Any inquiry concerning this QfEice Action or any earlier Office Actions in this 
application should be directed to Dr. Gary E. HoUinden whose telephone number is 
703/308-4521. Dr. HoUinden's office hours are from 6:30 am to 3:00 pm on Monday 
through Friday. 

Any inquiry of a general nature or relating to the status of this application 
should be directed to the Group receptionist whose telephone number is 703/308- 



1235. 




iary E. Hollinden, Ph.D. 
Primary Examiner 
Group 1200 



